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This application was filed on April 16, 2001, and included claims 1-100. 

In an Office Action mailed on December 14, 2004, the Examiner made a 
requirement for restriction. Specifically, the Examiner stated that claims 1-29 and 51-79 
(Group I) and 30-50 and 80-100 (Group II) were related as combination and 
subcombination. Therefore, concluded the Examiner, "restriction for examination 
purposes as indicated is proper." 
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Applicants elected Group I without traverse on January 7, 2005. 

On January 13, 2005, Applicants filed a divisional application of this application. 
The application was assigned serial number 11/034,675 ("the '675 application"). The '675 
application was filed with a preliminary amendment canceling claims 1-29 and 51-79, i.e. 
the claims pending in this application. Accordingly, the claims pending in the '675 
application are only those that were designated as Group II in this application and 
subsequently canceled from this application. The preliminary amendment filed in the 
'675 application was received by the Office and is visible in PAIR. 

On July 11, 2005, the Examiner issued an Office Action on the merits, rejecting 
the claims under 35 U.S.C. 102 and 103 as anticipated by or obvious in view of the 
Hoffman reference. The Office Action correctly identified the pending claims as 1-29 
and 51-79. Applicants responded to the Office Action with an Amendment and 
accompanying Remarks on November 21, 2005. The Amendment did not add or remove 
any claims, i.e. claims 1-29 and 51-79 were still pending following the Amendment. 

In the next Office Action of April 21, 2006, the Examiner issued a provisional 
obviousness-type double patenting rejection of claims 1-29 and 51-79 (Group I) in view 
of the pending divisional application. The rejection under Hoffman was not restated, 
and the Examiner indicated that "Applicant's arguments with respect to claims 1-29, 51- 
79 have been considered but are moot in view of the new ground(s) of rejection." 

Applicants responded on July 21, 2006, pointing out that the double-patenting 
rejection was improper, since it was directed toward previously restricted claims filed in 
a divisional application. 

In the Final Office Action of October 16, 2006, the Examiner did not address the 
pending claims (1-29 and 51-79). Instead, the Examiner indicated that claims 30-50 and 
80-100 (which are not pending in this application) are rejected for statutory double- 
patenting over the '675 application. 

In view of the above, Applicants now bring this Appeal. 

35 U.S.C. 121 states, in part, that "a patent issuing on an application with respect 
to which a requirement for restriction under this section has been made, or on an 
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application filed as a result of such a requirement, shall not be used as a reference either 
in the Patent and Trademark Office or in the courts against a divisional application or 
against the original application or any patent issued on either of them, if the divisional 
application is filed before the issuance of the patent on the other application." See also 
MPEP 804.01, describing the prohibition against double patenting rejections where a 
requirement for restriction has been made. 

In this case, the Examiner has done precisely what the statute and the MPEP 
forbid, by issuing a double-patenting rejection in view of claims previously restricted 
out. Therefore, the obviousness-type double patenting rejection made on April 21, 2006 
must be withdrawn. 

Because the October 16, 2006 office action addresses only the canceled claims, it 
must also be withdrawn. See, e.g., MPEP 707.07(i). If the Examiner's intention was to 
reject the pending claims rather than the canceled claims, the rejection would still be 
improper for the same reasons as those stated above with respect to the April 21, 2006 
rejection. 

Accordingly, as the only outstanding rejection in the application is improper, the 
Office is asked to withdraw that rejection and issue a Notice of Allowance for the 
pending claims, 1-29 and 51-79. 

Respectfully submitted, 
Steven Bristow et al. 

Date: April 16, 2007 By: /Daniel R. Brownstone 46,581/ 

Daniel R. Brownstone, Reg. No. 46,581 

FENWICK & WEST LLP 

Silicon Valley Center 

801 California Street 

Mountain View, CA 94041 

Tel: (415) 875-2358/Fax: (415)281-1350 

dbr ownstone@f en wick, com 



-3- 



20662/ 01000/ SF/ 5197860. 



